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DETAILED ACTION 

1. This action is in response to applicant's amendment filed on September 7, 2006. Claims 
1-27 are now pending in the present application. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 2 1(2) of such treaty in the English language. 

3. Claims 10 and 12-15 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Milewski US Patent 6,519,326. 

Regarding claim 10, Milewski teaches a telephony device for playing a customized 
message to a caller, (abstract; col. 4, lines 38-51), comprising: 

a ring detector generating a detection signal in response to an incoming telephone call, 
(col. 3, lines 47-55; col. 5, lines 24-34); 

a ringer alerting a called party to the incoming call in response to the detection signal, 
(col. 3, lines 47-55; col. 5, lines 24-34); 

a command interface for receiving one or more message parameters from the called party, 
(col. 4, lines 28-34,38-51); and 

a controller for activating the command interface in response to the detection signal and 
for transferring the customized message to the caller, wherein the controller is an element of the 
telephone, the customized message being transferred from the telephony device via the telephone 
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network (col. 4, lines 52-59) wherein the controller is configured to record the customized 
message while the incoming call is pending, (col. 4, lines 28-34,38-51); 

wherein the telephony device can responds to the incoming call by answering the call, 
transferring the customized message and releasing the call or can accept the call by going off 
hook, (col. 4, lines 1-7,28-34). 

Regarding claim 12, Milewski, as applied to claim 10, teaches an audio interface for 
receiving a spoken message from the called party, (col. 4, lines 38-51; the audio interface 
receives e.g. "Hi Bob, I only have a minute to talk"). 

Regarding claim 13, Milewski, as applied to claim 12, teaches a memory for storing the 
spoken message, (co. 4, lines 28-34,38-51). 

Regarding claim 14, Milewski, as applied to claim 10, teaches a keypad permitting the 
called party to manually enter the message parameters, (fig. 2). 

Regarding claim 15, Milewski, as applied to claim 10, teaches a caller identification unit 
for displaying caller information to the called party, (fig. 2). 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S.C 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

6. Claims 1-4,7-9, 16 and 19-27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bremer in view of Milewski US Patent 6,519,326. 

Regarding claim i, Bremer teaches a system for responding to an incoming phone call 
from a calling party, (abstract; fig. 4), comprising: 

means for receiving the incoming phone call, (col. 3, lines 7-9; fig. 1); 

means for generating a user alert in response to the incoming phone call, (col. 3, lines 9- 

li); 

means at a called party's telephone for enabling selective entry of a user message entered 
in response to the alert while the incoming call is pending, (fig. 4; col. 3, line 61 -col. 4, line 21); 
and 

means for playing the user message to the calling party, said playing means including 
means for transmitting said user message from the called party telephone to the calling party 
telephone via the telephone network, (col. 4, lines 13-21). 

While Bremer teaches that the incoming call is pending while the user is selecting the 
user message, Bremer does not specifically teach entering the message while the incoming call is 
pending and still ringing to the calling party. 

In the same field of endeavor, Milewski teaches means for enabling selective entry of a 
user message recorded in response to an alert while the incoming call is pending and still ringing 
to the calling party, (col 4, lines 1-7,28-51). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Bremer by allowing the user record a response in response to an 
incoming call as it is pending as taught by Milewski so that the called party can provide 
information to the calling party about conditions of acceptance by recording the response at the 
time of the incoming call, (col. 4, lines 38-43, Milewski). 

Regarding claim 2, Bremer, as applied to claim 1 , teaches means for releasing the call 
after playing the message, (fig. 4; col 4, lines 52-65). 

Regarding claim 5, Bremer, as applied to claim 1, teaches means for displaying caller 
identification information to the user, (col. 3, lines 9-11). 

Regarding claim 4, Bremer, as applied to claim 1 , teaches wherein the receiving means 
includes means for activating a user command interface for predetermine period of time 
following commencement of the user alert, (col. 4, lines 4-13). 

Regarding claim 7, Bremer, as applied to claim 1, teaches wherein the receiving means 
includes means for manually selecting the user message, (col. 4, lines 4-21). 

Regarding claim 8, Bremer, as applied to claim 1, teaches wherein the means for 
receiving includes means for recording an audio user message, (col. 4, lines 30-37). 

Regarding claim 9, Bremer, as applied to claim 1, teaches wherein the means for 
receiving includes means for storing the user message, (col. 4, lines 31-37). 

Regarding claim 16, Bremer teaches a method for presenting an audio message to a 
telephone caller, (abstract; fig. 4), comprising: 

detecting, at the recipient telephone, ringing signaling an incoming telephone call, (col. 1 , 
lines 10-16; col. 3, lines 7-11; col. 5, lines 25-35); 
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generating, from the recipient telephone, a user alert in response to the incoming 
telephone call, based on the incoming phone call itself, (col. 3, lines 9-11; col. 5, lines 25-35); 

receiving a command from a called party in response to the user alert, (col. 3, line 61 -col. 
4, line 21); 

generating from the recipient telephone an audio message based on the command, (col. 4, 
lines 13-21); 

answering the incoming call, (fig. 4; col. 4, lines 13-21); and 

playing the audio message to the telephone caller over the telephone network, (col. 4, 
lines 13-21). 

While Bremer teaches that the incoming call is pending while the user is selecting the 
user message, Bremer does not specifically teach entering the message while the incoming call is 
pending and still ringing to the calling party. 

In the same field of endeavor, Milewski teaches means for enabling selective entry of a 
user message recorded in response to an alert while the incoming call is pending and still ringing 
to the calling party, (col. 4, lines 1-7,28-51). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Bremer by allowing the user record a response in response to an 
incoming call as it is pending as taught by Milewski so that the called party can provide 
information to the calling party about conditions of acceptance by recording the response at the 
time of the incoming call, (col. 4, lines 38-43, Milewski). 

Regarding claim 19, Bremer, as applied to claim 16, teaches manually entering the 
command using a keypad, (col. 4, lines 13-21). 
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Regarding claim 20, Bremer, as applied to claim 1 , teaches wherein the system is 
incorporated within a telephone, (figs. 1 and 2). 

Regarding claim 21, Bremer, as applied to claim 10, does not specifically teach wherein 
the command interface receives the one or more message parameters from the called party while 
the incoming call is not yet connected. 

In the same field of endeavor, Milewski teaches receiving one or more message 
parameters from the called party while the incoming call is not yet connected., (col. 4, lines 1- 
7,28-51). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Bremer by allowing the send one or more parameters as taught by 
Milewski so that the called party can provide information to the calling party about conditions of 
acceptance by recording the response at the time of the incoming call, (col. 4, lines 38-43, 
Milewski). 

Regarding claim 22, Bremer, as applied to claim 10, teaches wherein the ring detector is 
configured to detect the incoming phone call based on the incoming phone call itself, (col. 3, 
lines 7-11; fig. 4). 

Regarding claim 23, Bremer, as applied to claim 22, teaches wherein the ring detector is 
configured to detect a ring signal of the incoming telephone call, (col. 3, lines 7-11; col. 5, lines 
25-35). 

Regarding claim 24, Bremer, as applied to claim 16, teaches wherein the detecting step 
detects the incoming telephone call by detecting a ring signal of the incoming telephone call, 
(col. 3, lines 7-1 1; col 5, lines 25-35). 
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Regarding claim 25, Bremer, as applied to claim 1 , teaches wherein said means for 
playing the user message to the calling party is configured to cause playing the user message to 
the calling party in some instances in which the user refuses to answer the incoming phone call, 
(fig. 4; col. 4, lines 3-21). 

Regarding claim 26, Bremer as applied to claim 1, teaches wherein the means for 
generating a user alert in response to the incoming phone call comprises means for detecting the 
incoming phone call based on the incoming phone call itself, (figs. 1 and 4; col. 3, lines 7-39). 

Regarding claim 27, Bremer, as applied to claim 26, teaches wherein the means for 
detecting the incoming phone call comprises means for detecting a ring signal of the incoming 
telephone call, (fig. 4; col. 3, lines 7-39; col. 5, lines 25-35). 

7. Claims 5,6,17 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bremer in view of Milewski and further in view of Wolff US Patent 5,327,486. 

Regarding claims 5,6,17 and 18 , Bremer and Milewski, as applied to claim 1, do not 
specifically teach wherein the receiving means includes a voice recognition unit for recognizing 
at least one spoken command and wherein the at least one spoken command includes a 
predetermined instruction and a variable parameter. 

In the same field of endeavor, Wolff teaches that it was well known in the art to have 
receiving means which includes a voice recognition unit for recognizing at least one spoken 
command that include message parameters (col. 7, lines 17-22) and 

wherein the at least one spoken command includes a predetermined instruction (verbal 
command) and a variable parameter, (col. 6, lines 17-36., col. 7, lines 5-22,. figs. 8 and 9). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Bremer by using speech recognition as taught by 
Wolff so that the user can operate the device in a hands free mode and so that the system can 
validate the end user through speaker recognition techniques to ensure privacy protection of the 
device. 

8. Claims 11-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Milewski in 
view of Wolff US Patent 5,327,486. 

Regarding claims 11-13, Milewski, as applied to claim 1, does not specifically teach 
wherein the receiving means includes a voice recognition unit for recognizing at least one spoken 
command and wherein the at least one spoken command includes a predetermined instruction 
and a variable parameter. 

In the same field of endeavor, Wolff teaches that it was well known in the art to have 
receiving means which includes a voice recognition unit for recognizing at least one spoken 
command that include message parameters (col. 7, lines 17-22) and 

wherein the at least one spoken command includes a predetermined instruction (verbal 
command) and a variable parameter, (col. 6, lines 17-36., col. 7, lines 5-22,. figs. 8 and 9). 

Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the system of Milewski by using speech recognition as taught by 
Wolff so that the user can operate the device in a hands free mode and so that the system can 
validate the end user through speaker recognition techniques to ensure privacy protection of the 
device. 
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Response to Arguments 

9. Applicant's arguments filed September 12, 2006 have been folly considered but they are 
not persuasive. 

Applicant contends that Milewski does not teach that the customized message being 
transferred from the telephony device via the telephone network since Milewski teaches of 
the voice ring and return signal being sent over the Internet. The Examiner respectfully 
disagrees. 

Milewski teaches that the voice signal can be transmitted of non-dedicated 
communication medium 120. While the Examiner agrees with the Applicant in that Milewski 
states that the non-dedicated medium can be an "Internet" network, Milewski states that any 
communication medium can be used. For example, Milewski states in col 4, lines 57-58 that the 
non-dedicated medium can be the PSTN. Therefore, the connection can be a "telephone 
network". 

Conclusion 

10. Any response to this action should be mailed to: 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
or faxed to: 

(571) 273-8300, (for formal communications intended for entry) 

Or: 

(571) 273-7537, (for informal or draft communications, please label 
"PROPOSED" or "DRAFT") 

Hand-delivered responses should be brought to: 
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Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 



1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ovidio Escalante whose telephone number is 571-272-7537. The 
examiner can normally be reached on M-F from 6:30AM to 3:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan S Tsang can be reached on 571-272-7547. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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